
American Bar Association 

Section of Intellectual Property Law 

 

Symposium of the SIPO/US Bar Liaison 

Council with China’s State Intellectual 

Property Office (SIPO) and the All China 

Patent Attorney Association (ACPAA) 

  
TiVo v. EchoStar 

 

Patrick J. Coyne  

Finnegan 

 

New York, New York 

June 3, 2013 

 



Is it Better to Ask Permission? 



or Forgiveness? 



Act I 



The Players 

<a href="http://www.shutterstock.com/gallery-410482p1.html?cr=00&pl=edit-00">ID1974</a> / <a 
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TiVo 



Echostar 

Hughes 

Dish Network 



TiVo  ‘389 Patent 

Method and apparatus 

for time-shifting TV 

programs 



DVR 



Tried to a Jury 



Jury Verdict 

Infringement  

Willfulness 

Damages 



Permanent Injunction 



Infringement Provision 

IT IS FURTHER ORDERED THAT Each Defendant, its 

officers, agents, servants, employees and attorneys, and those 

persons in active concert or participation with them who receive 

actual notice hereof, are hereby restrained and enjoined, pursuant 

to 35 U.S.C. § 283 and Fed. R. Civ. P. 65(d), from making, using, 

offering to sell or selling in the United States, the Infringing 

Products, either alone or in combination with any other product 

and all other products that are only colorably different therefrom 

in the context of the Infringed Claims, whether individually or in 

combination with other products or as a part of another product, 

and from otherwise infringing or inducing others to infringe the 

Infringed Claims of the ’389 patent.  



Infringement Provision 

IT IS FURTHER ORDERED THAT Each Defendant, its 

officers, agents, servants, employees and attorneys, and those 

persons in active concert or participation with them who receive 

actual notice hereof, are hereby restrained and enjoined, pursuant 

to 35 U.S.C. § 283 and Fed. R. Civ. P. 65(d), from making, 

using, offering to sell or selling in the United States, the 

Infringing Products, either alone or in combination with any 

other product and all other products that are only colorably 

different therefrom in the context of the Infringed Claims, 

whether individually or in combination with other products or as 

a part of another product, and from otherwise infringing or 

inducing others to infringe the Infringed Claims of the ’389 

patent.  



Disablement Provision 

Defendants are hereby FURTHER ORDERED to, 
within thirty(30) days of the issuance of this order, 
disable the DVR functionality (i.e., disable all 
storage to and playback from a hard disk drive of 
television data) in all but 192,708 units of the 
Infringing Products that have been placed with an 
end user or subscriber. The DVR functionality, i.e., 
disable all storage to and playback from a hard disk 
drive of television data) shall not be enabled in any 
new placements of the Infringing Products. 



Disablement Provision 

Defendants are hereby FURTHER ORDERED to, 
within thirty(30) days of the issuance of this order, 
disable the DVR functionality (i.e., disable all 
storage to and playback from a hard disk drive of 
television data) in all but 192,708 units of the 
Infringing Products that have been placed with an 
end user or subscriber. The DVR functionality, i.e., 
disable all storage to and playback from a hard disk 
drive of television data) shall not be enabled in any 
new placements of the Infringing Products. 



Disablement Provision 

Defendants are hereby FURTHER ORDERED to, 
within thirty(30) days of the issuance of this order, 
disable the DVR functionality (i.e., disable all 
storage to and playback from a hard disk drive of 
television data) in all but 192,708 units of the 
Infringing Products that have been placed with an 
end user or subscriber. The DVR functionality, i.e., 
disable all storage to and playback from a hard disk 
drive of television data) shall not be enabled in any 
new placements of the Infringing Products. 



Clarity 



Clarity 

Vague 

Ambiguous 



Disablement Provision 



Disablement Provision 



Design Around 



Download 



First Appeal  

Affirmed 



Contempt Motion 





No colorable difference  

Redesign infringes 

Did not disable DVR 



Second Appeal  



Federal Circuit 

Panel Affirmed  



Rehearing En Banc 



Unanimous Court 

KSM two-part test is unworkable 

Colorable differences between:  

 Original and  

 Redesign 



Majority 

Infringement Provision 



Majority 

Disablement Provision 



Dissent 

Infringing feature removed 

Cannot violate infringement provision 



Dissent 

Vague 

Ambiguous 

Cannot be Enforced 

Disablement Provision 



Settlement 

Dish and EchoStar Settle 

Patent Dispute With TiVo 
 

By REUTERS 

Published: May 2, 2011  

 



Settlement 

Dish Network and the EchoStar Corporation have 

agreed to pay TiVo $500 million to settle a patent 

infringement lawsuit involving TiVo’s video 

recording technology, putting an end to a long and 

costly legal battle.  

http://topics.nytimes.com/top/news/business/companies/echostar-corporation/index.html?inline=nyt-org
http://topics.nytimes.com/top/news/business/companies/tivo-inc/index.html?inline=nyt-org


Settlement 

Dish and EchoStar, both controlled by Charles W. 

Ergen, will make an initial payment of $300 million 

to TiVo, with the remaining $200 million to be paid 

in six equal annual installments from 2012 to 2017, 

the companies said.  

 

TiVo will license its technology to Dish and 

EchoStar, while EchoStar will license to TiVo 

certain DVR-related patents.  

 

http://topics.nytimes.com/top/reference/timestopics/people/e/charles_w_ergen/index.html?inline=nyt-per
http://topics.nytimes.com/top/reference/timestopics/people/e/charles_w_ergen/index.html?inline=nyt-per
http://bit.ly/jJUIuB


Act II 



Ninestar 



Ninestar 

Replacement printer cartridges  

http://www.ggimage.com/product/product1724.html
http://www.ggimage.com/product/product1723.html
http://www.ggimage.com/product/product1722.html
http://www.ggimage.com/product/product1721.html


Ninestar 



Ninestar 



Ninestar 

Exclusion Order 

Cease and Desist Order 



Violation of Commission’s Orders 

Exclusion Order 

Cease and Desist Order 



Federal Circuit 

Appeal 



Federal Circuit 

Affirmed  



Ninestar’s Defense 

Patent Exhaustion 

Quanta v. LG Electronics 

Kirtsaeng v. John Wiley & Sons 



But, Ninestar Also Lied 

False Declarations  



Supreme Court 

Cert. Denied 
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Lessons 



Redesign 



Opinion of Counsel 



Motion to Clarify 



Appeal 



Credibility 



Thank You for Your Time and Attention 


